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II. RELATED APPEALS AND INTERFERENCES 

There are no other appeals or interferences known to Appellants, Appellants' 

legal representative or assignee which will directly affect or be directly affected by or 
have a bearing on the Board's decision in the pending appeal. 

III. STATUS OF CLAIMS 

Claims 1-18 are pending in the Application. Claims 1-18 stand rejected. 
Claims 1-18 are appealed. 

IV. STATUS OF AMENDMENTS 

Appellants have not submitted any amendments following receipt of the final 
rejection with a mailing date of September 19, 2005. 

V. SUMMARY OF CLAIMED SUBJECT MATTER 

In one embodiment of the present invention, a method for collision recovery 
interface support in a home phoneline networking alliance (HPNA) control chip, the 
method may comprise the step of providing transmit data path logic to receive and 
transmit data packets within the HPNA control chip. Specification, page 4, line 1 - 
page 5, line 2; Figure 1, element 100; Figure 2, elements 202, 204. The method may 
further comprise consolidating the transmit data path logic to include a transmit state 
machine that handles interfacing the transmit data path logic to at least two separate 
collision recovery logic means of the HPNA control chip through a minimal number 
of generic interface signals. Specification, page 6, lines 1-22; Figure 2, elements 204, 
206, 208; Figure 3, element 300. 

In another embodiment of the present invention, the system as recited above 
may further comprise having the minimal number of interface signals further 
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comprising a GO signal from each separate collision recovery logic means. 
Specification, page 6, lines 1-22; Figure 2, elements 206, 208. 

In another embodiment of the present invention, the system as recited in the 
second paragraph above, may further comprise having the at least two separate 
collision recovery logic means further comprise a BEB collision recovery means. 
Specification, page 5, lines 3-8; Specification, page 6, lines 1-22; Figure 2, element 
208. 

In another embodiment of the present invention, the system as recited in the 
third paragraph above, may further comprise having the at least two separate collision 
recovery logic means further comprise a DFPQ collision recovery means. 
Specification, page 5, lines 3-8; Specification, page 6, lines 1-22; Figure 2, element 
206. 

In another embodiment of the present invention, a system for collision 
recovery interface support in a home phoneline networking alliance (HPNA) control 
chip comprises at least two collision recovery means for providing collision recovery 
in the HPNA control chip according to at least two data rate standards. Specification, 
page 4, line 1 - page 5, line 8; Figure 1, element 100; Figure 2, elements 206, 208. 
The system may further comprise a transmit data path logic means including a 
transmit state machine that interfaces with the at least two collision recovery means 
through a minimal number of generic interface signals. Specification, page 6, lines 1- 
22; Figure 2, elements 204, 206, 208; Figure 3, element 300. 

In another embodiment of the present invention, the system as recited above 
may further comprise having the minimal number of interface signals further 
comprising a GO signal from each separate collision recovery logic means. 
Specification, page 6, lines 1-22; Figure 2, elements 206, 208. 
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In another embodiment of the present invention, the system as recited in the 
second paragraph above, may further comprise having the at least two separate 
collision recovery logic means further comprise a BEB collision recovery means. 
Specification, page 5, lines 3-8; Specification, page 6, lines 1-22; Figure 2, element 
208. 

In another embodiment of the present invention, the system as recited in the 
third paragraph above, may further comprise having the at least two separate 'collision 
recovery logic means further comprise a DFPQ collision recovery means. 
Specification, page 5, lines 3-8; Specification, page 6, lines 1-22; Figure 2, element 
206. 

In another embodiment of the present invention, a home phone networking 
alliance (HPNA) network control chip capable of collision recovery interface support, 
the chip comprising a media independent interface (Mil). Specification, page 4, lines 
1-17; Figure 1, element 106. The chip may further comprise a physical layer (PHY). 
Specification, page 4, lines 1-17; Figure 1, element 110. The chip may further 
comprise a media access control (MAC) coupled between the Mil and the PHY. 
Specification, page 4, lines 1-17; Figure 1, element 108. The MAC may further 
comprise at least two collision recovery means for providing collision recovery 
according to at least two data rate standards. Specification, page 4, line 1 - page 5, 
line 8; Figure 1, element 108; Figure 2, elements 206, 208. The MAC may further 
comprise a transmit data path logic means including a transmit state machine that 
interfaces with the at least two collision recovery means through a minimal number of 
generic interface signals. Specification, page 6, lines 1-22; Figure 1, element 108; 
Figure 2, elements 204, 206, 208; Figure 3, element 300. 

In another embodiment of the present invention, the system as recited above 
may further comprise having the minimal number of interface signals further 
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comprising a GO signal from each separate collision recovery logic means, a new 
transmit signal, a transmit done signal, and a transmit priority indicator from the 
transmit data. Specification, page 6, lines 1-22; Figure 2, elements 206, 208. 

In another embodiment of the present invention, the system as recited in the 
second paragraph above, may further comprise having the at least two separate 
collision recovery logic means further comprise a BEB collision recovery means. 
Specification, page 5, lines 3-8; Specification, page 6, lines 1-22; Figure 2, element 
208. 

In another embodiment of the present invention, the system as recited in the 
third paragraph above, may further comprise having the at least two separate collision 
recovery logic means further comprise a DFPQ collision recovery means. 
Specification, page 5, lines 3-8; Specification, page 6, lines 1-22; Figure 2, element 
206. 

VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

Claims 1, 2, 3, 4, 8, 9, 10, 11 and 15 stand rejected under 35 U.S.C § 102(b) as 
being anticipated by Mills (U.S. Patent No. 5,991,303). Claims 5, 6, 7, 12, 13, 14, 16, 
17 and 18 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Kakiuchi in view of Lu et al. (U.S. Patent No. 6,839,345) (hereinafter "Lu"). 

VII. ARGUMENT 

A. Claims h 2, 3, 4, 8, 9, 10, 11 and 15 are not properly rejected under 35 
U.S.C. 8 102(b) as being anticipated by Mills. 

The Examiner has rejected claims 1, 2, 3, 4, 8, 9, 10, 11 and 15 under 35 
U.S.C. § 102(b) as being anticipated by Mills. Paper No. 5, page 2. Appellants 
respectfully traverse these rejections for at least the reasons stated below. 
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For a claim to be anticipated under 35 U.S.C. §102, each and every claim 
limitation must be found within the cited prior art reference and arranged as required 
by the claim. M.P.E.P. §2131. 

1. Claim 1 is not anticipated by Mills. 

Appellants respectfully assert that Mills does not disclose "providing transmit 
data path logic to receive and transmit data packets within the HPNA control chip" as 
recited in claim 1. The Examiner cites column 6, lines 16-21 of Mills as disclosing 
the above-cited claim limitation. Paper No. 5, page 2. Appellants respectfully 
traverse and assert that Mills instead discloses a line driver/receiver circuit that is 
coupled to communicate information with a font end multiplexer circuit. Column 6, 
lines 16-18. Mills further discloses that the select input of the front end multiplexer 
circuit is controlled by a control signal in a bus generated by an auto-negotiation 
circuit. Column 6 5 lines 18-21. There is no language in the cited passage that 
discloses an HPNA control chip. Appellants performed a search of the term "HPNA" 
and were unable to identify the term "HPNA" or any variation thereof. Further, there 
is no language within the cited passage that discloses providing transmit data path 
logic to receive data packets within a HPNA control chip. Neither is there any 
language within the cited passage that discloses providing transmit data path logic to 
transmit data packets within a HPNA control chip. Thus, Mills does not disclose all 
of the limitations of claim 1, and thus Mills does not anticipate claim 1. M.P.E.P. 
§2131. 

In response to Appellants 1 above argument, the Examiner asserts that line 
driver/receiver 250 of Mills discloses a transmit data path logic. Paper No. 5, page 6. 
Further, the Examiner cites column 6, lines 13-14 and 16-21 of Mills as disclosing an 
HPNA chip. Paper No. 5, page 6. Further, the Examiner asserts that a twisted pair 
wire is well known and then concludes that Mills effective discloses an HPNA control 
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chip since Mills utilizes an Ethernet 802.xx standard. Paper No. 5, page 6. 
Appellants respectfully contend that Mills does not disclose the above-cited claim 
limitation. 

While a twisted pair wire may be well known and Mills discloses using the 
Ethernet communication protocol (IEEE 8023 standard) (column 1, lines 8-10), the 
Examiner has not provided a basis in fact and/or technical reasoning to support the 
conclusion that since Mills discloses using the IEEE 802.3 standard and a twisted pair 
wire may be well known that Mills effectively discloses an HPNA control chip. An 
HPNA control chip is based on the specifications of the Home Phoneline Networking 
Alliance (HPNA) that achieves communication among multiple computers within a 
home environment. Specification, page 1, lines 12-14. The HomePNA, as it is 
commonly called, is regarded generally as easy to install, inexpensive and fast, 
without requiring any additional wiring, since the phone lines that are already present 
in the home are used. Specification, page 1, lines 14-17. HomePNA operates using 
a method known as frequency division multiplexing, which allows voice and data to 
travel on the same wires without interfering with each other, since a standard phone 
line has enough room to support voice, a high-speed DSL modem and a home phone 
line network. Specification, page 1, line 17 - page 2, line 2. Mills, on the other 
hand, discloses a multi-communication rate switching physical device for a port of a 
mixed communication rate Ethernet repeater network. Abstract. An Ethernet repeater 
takes a signal from one Ethernet cable and repeats it onto another Ethernet cable. See 
definition of "Ethernet repeater" at http://en.wikipedia.Org/wiki/l 0/1 00 Ethernet . 
Further, the IEEE 802.3 standard is a collection of IEEE standards defining the 
physical layer and the transport layer of the wired. See definition of "IEEE 802.3" at 
http ://en. wikipedia. org/wiki/IEEE 802 . 3 . Hence, it is clear that Mills, which 
discloses a device used for a port of an Ethernet repeater network, is not related to 
HPNA networks. 
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The Examiner must provide a basis in fact and/or technical reasoning to 
support the conclusion that since Mills discloses using the IEEE 802.3 standard and a 
twisted pair wire may be well known that Mills effectively discloses an HPNA 
control chip. Ex parte Levy, 17 U.S.P.Q.2d 1461, 1464 (Bd. Pat. App. & Inter. 1990). 
That is, the Examiner must provide extrinsic evidence that must make clear that since 
Mills discloses using the IEEE 802.3 standard and a twisted pair wire may be well 
known that Mills effectively discloses an HPNA control chip, and that it be so 
recognized for persons of ordinary skill. In re Robertson, 169 F.3d 743, 745, 49 
U.S.P.Q.2d 1949, 1950-51 (Fed. Cir. 1999). Since the Examiner has not provided 
such evidence, the Examiner has not presented a prima facie case of anticipation in 
rejecting claim 1. M.P.E.P. § 2131. 

Furthermore, the additional passage cited by the Examiner (column 6, lines 
10-12 of Mills) does not disclose "providing transmit data path logic to receive and 
transmit data packets within the HPNA control chip" as recited in claim 1. Instead, 
Mills discloses a media access controller that can construct a packet of information 
based on the recovered bits. Column 6, lines 10-12. There is no language in the cited 
passage that discloses the above-cited claim limitation. Thus, Mills does not disclose 
all of the limitations of claim 1, and thus Mills does not anticipate claim 1. M.P.E.P. 
§2131. 

Appellants further assert that Mills does not disclose "consolidating the 
transmit data path logic to include a transmit state machine that handles interfacing 
the transmit data path logic to at least two separate collision recovery logic means of 
the HPNA control chip through a minimal number of generic interface signals" as 
recited in claim 1 . As understood by the Appellants, the Examiner cites column 6, 
lines 16-21 and column 7, lines 1-5 of Mills as disclosing the above-cited claim 
limitation. Paper No. 5, page 2. Appellants respectfully traverse. As stated above, 
Mills instead discloses a line driver/receiver circuit that is coupled to communicate 
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information with a font end multiplexer circuit. Column 6, lines 16-18. Mills further 
discloses that the select input of the front end multiplexer circuit is controlled by a 
control signal in a bus generated by an auto-negotiation circuit. Column 6, lines 18- 
21. Mills further discloses that the select input of the back end multiplexer is 
controlled by the control bus that receives part of its signal from the result of the auto- 
negation circuit and part of its signal from a management interface circuit. Column 7, 
lines 1-5. There is no language in the cited passage that discloses consolidating a 
transmit data path logic to include a transmit state machine. Appellants performed a 
search of the phrase "state machine" in Mills and were unable to identify the phrase 
"state machine" or any variation thereof in Mills. Neither is there any language in 
the cited passage that discloses consolidating a transmit data path logic to include a 
transmit state machine that handles interfacing the transmit data path logic to at least 
two separate collision recovery logic means. Neither is there any language in the 
cited passage that discloses consolidating a transmit data path logic to include a 
transmit state machine that handles interfacing the transmit data path logic to at least 
two separate collision recovery logic means of a HPNA control chip. Neither is there 
any language in the cited passage that discloses consolidating a transmit data path 
logic to include a transmit state machine that handles interfacing the transmit data 
path logic to at least two separate collision recovery logic means of a HPNA control 
chip through a minimal number of generic interface signals. Thus, Mills does not 
disclose all of the limitations of claim 1 , and thus Mills does not anticipate claim 1 . 
M.P.E.P. §2131. 

In response to the above argument, the Examiner cites element 250 of Mills as 

disclosing the transmit data path logic. Paper No. 5, page 7. The Examiner further 

cites elements 260 and 270 as well as column 6, lines 16-21 and column 7, lines 1-5 

of Mills as disclosing a transmit state machine. Paper No. 5, page 7. The Examiner 

further cites column 6, lines 16-21 of Mills as disclosing interfacing the transmit data 

path logic. Paper No. 5, page 7. The Examiner further cites elements 210 and 212 as 
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disclosing two separate collision recovery logic means. Paper No. 5, page 7. The 
Examiner further cites elements 220 and 230 as disclosing a minimal number of 
generic interface signals. Paper No. 5, page 7. Appellants respectfully traverse the 
assertion that Mills discloses the above-cited claim limitation. Paper No. 5, page 7. 

Mills instead discloses that the result of the auto-negotiation circuit 260 is 
used by the present invention to control both the front and back end multiplexers. 
Column 7, lines 13-16. Mills further discloses that auto-negotiation is performed 
between the auto-negotiation circuit 260 and an analogous auto-negotiation circuit 
261 within adapter 280 in accordance with the IEEE 802.3 standard. Column 7, lines 
16-19. Mills further discloses that the result of the auto-negotiation indicates whether 
adapter 280 supports 10 M or 100 M networking. Column 7, lines 19-21. Mills 
further discloses that the select input of the back end multiplexer is controlled by the 
control bus that receives part of its signal from the result of the auto-negotiation 
circuit and part of its signal from a management interface circuit 270. Column 7, 
lines 1-5. There is no language in Mills that discloses that the auto-negotiation circuit 
260 and the management interface circuit 270 (Examiner asserts that elements 260 
and 270 together disclose a transmit state machine) together handle interfacing the 
transmit data path logic (Examiner asserts that line driver/receiver 250 of Mills 
discloses a transmit data path logic) to at least two separate collision recovery logic 
means (Examiner asserts that elements 210 and 212 discloses collision recovery logic 
means) of the HPNA control chip through a minimal number of generic interface 
signals. Instead, auto-negotiation circuit 260 performs auto-negotiation to indicate 
whether adapter 280 supports 10 M or 100 M networking. Further, Mills instead 
discloses that a signal is used from the management interface circuit 270 to control 
the back end multiplexer. Thus, Mills does not disclose all of the limitations of claim 
1 , and thus Mills does not anticipate claim 1 . M.P.E.P. §2131. 

Furthermore, Mills instead discloses that Mil one circuit 214 is for 
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communicating with a first collision domain 210 and that Mil two circuit 216 is used 
for communicating with a second collision domain 212. Column 6, lines 60-63. The 
Examiner must provide a basis in fact and/or technical reasoning to support the 
assertion that a first and a second collision domain 210, 212, as disclosed in Mills, are 
collision recovery logic means. Ex parte Levy, 17 U.S.P.Q.2d 1461, 1464 (Bd. Pat. 
App. & Inter. 1990). That is, the Examiner must provide extrinsic evidence that must 
make clear that a first and a second collision domain 210, 212, as disclosed in Mills, 
are collision recovery logic means, and that it be so recognized for persons of 
ordinary skill. In re Robertson, 169 F.3d 743, 745, 49 U.S.P.Q.2d 1949, 1950-51 
(Fed. Cir. 1999). Since the Examiner has not provided such evidence, the Examiner 
has not presented a prima facie case of anticipation in rejecting claim 1. 
M.P.E.P. §2131. 

Furthermore, Mills instead discloses that the 10 base T circuit 220 performs 

collision detection. Column 8, lines 9-13. Mills further discloses that the 100 base T 

circuit 230 performs collision detection. Column 8, lines 15-18. Hence, the 10 base 

T circuit 220 and the 100 base T circuit 230 (Examiner asserts that collectively the 10 

base T circuit 220 and the 100 base T circuit 230 discloses a minimal number of 

generic interface signals) discloses collision detection and not collision recovery. 

Further, the Examiner must provide a basis in fact and/or technical reasoning to 

support the assertion that the 10 base T circuit 220 and the 100 base T circuit 230, as 

disclosed in Mills, are a minimal number of generic interface signals. Ex parte Levy, 

17 U.S.P.Q.2d 1461, 1464 (Bd. Pat. App. & Inter. 1990). That is, the Examiner must 

provide extrinsic evidence that must make clear that the 10 base T circuit 220 and the 

100 base T circuit 230, as disclosed in Mills, are a minimal number of generic 

interface signals, and that it be so recognized for persons of ordinary skill. In re 

Robertson, 169 F.3d 743, 745, 49 U.S.P.Q.2d 1949, 1950-51 (Fed. Cir. 1999). Since 

the Examiner has not provided such evidence, the Examiner has not presented a 

prima facie case of anticipation in rejecting claim 1 . M.P.E.P. §2131. 
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2. Claims 2-4 are not anticipated by Mills for at least the reasons 
that claim 1 is not anticipated by Mills. 

Claims 2-4 recite the combinations of claim 1 and thus are not anticipated for 
at least the above-stated reasons as to why claim 1 is not anticipated by Mills. 

3. Claim 8 is not anticipated by Mills. 

Appellants respectfully assert that Mills does not disclose "at least two 
collision recovery means for providing collision recovery in the HPNA control chip 
according to at least two data rate standards" as recited in claim 8. The Examiner 
cites elements 210 and 212 as disclosing the two collision recovery means. Paper No. 
5, page 8. Appellants respectfully traverse and assert that Mills instead discloses that 
Mil one circuit 214 is for communicating with a first collision domain 210 and that 
Mil two circuit 216 is used for communicating with a second collision domain 212. 
Column 6, lines 60-63. The Examiner must provide a basis in fact and/or technical 
reasoning to support the assertion that a first and a second collision domain 210, 212, 
as disclosed in Mills, are collision recovery logic means. Ex parte Levy, 17 
U.S.P.Q.2d 1461, 1464 (Bd. Pat. App. & Inter. 1990). That is, the Examiner must 
provide extrinsic evidence that must make clear that a first and a second collision 
domain 210, 212, as disclosed in Mills, are collision recovery logic means, and that it 
be so recognized for persons of ordinary skill. In re Robertson, 169 F.3d 743, 745, 49 
U.S.P.Q.2d 1949, 1950-51 (Fed. Cir. 1999). Since the Examiner has not provided 
such evidence, the Examiner has not presented a prima facie case of anticipation in 
rejecting claim 8. M.P.E.P. § 2131. 

Appellants further assert that Mills does not disclose "a transmit data path 
logic means including a transmit state machine that interfaces with the at least two 
collision recovery means through a minimal number of generic interface signals" as 
recited in claim 8. As understood by the Appellants, the Examiner cites column 6, 
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lines 16-21 and column 7, lines 1-5 of Mills as disclosing the above-cited claim 
limitation. Paper No. 5, page 2. Appellants respectfully traverse. As stated above, 
Mills instead discloses a line driver/receiver circuit that is coupled to communicate 
information with a font end multiplexer circuit. Column 6, lines 16-18. Mills further 
discloses that the select input of the front end multiplexer circuit is controlled by a 
control signal in a bus generated by an auto-negotiation circuit. Column 6, lines 18- 
21. Mills further discloses that the select input of the back end multiplexer is 
controlled by the control bus that receives part of its signal from the result of the auto- 
negation circuit and part of its signal from a management interface circuit. Column 7, 
lines 1-5. There is no language in the cited passage that discloses a transmit data path 
logic means including a transmit state machine. Appellants performed a search of the 
phrase "state machine" in Mills and were unable to identify the phrase "state 
machine" or any variation thereof in Mills. Neither is there any language in the cited 
passage that discloses a transmit state machine that interfaces the transmit data path 
logic with at least two separate collision recovery means. Neither is there any 
language in the cited passage that discloses a transmit state machine that interfaces 
the transmit data path logic with at least two separate collision recovery means 
through a minimal number of generic interface signals. Thus, Mills does not disclose 
all of the limitations of claim 8, and thus Mills does not anticipate claim 8. M.P.E.P. 
§2131. 

In response to the above argument, the Examiner cites element 250 of Mills as 

disclosing the transmit data path logic. Paper No. 5, page 7. The Examiner further 

cites elements 260 and 270 as well as column 6, lines 16-21 and column 7, lines 1-5 

of Mills as disclosing a transmit state machine. Paper No. 5, page 7. The Examiner 

further cites column 6, lines 16-21 of Mills as disclosing interfacing the transmit data 

path logic. Paper No. 5, page 7. The Examiner further cites elements 210 and 212 as 

disclosing two collision recovery means. Paper No. 5, page 7. The Examiner further 

cites elements 220 and 230 as disclosing a minimal number of generic interface 
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signals. Paper No. 5, page 7. Appellants respectfully traverse the assertion that Mills 
discloses the above-cited claim limitation. Paper No. 5, page 7. 

Mills instead discloses that the result of the auto-negotiation circuit 260 is 
used by the present invention to control both the front and back end multiplexers. 
Column 7, lines 13-16. Mills further discloses that auto-negotiation is performed 
between the auto-negotiation circuit 260 and an analogous auto-negotiation circuit 
261 within adapter 280 in accordance with the IEEE 802.3 standard. Column 7, lines 
16-19. Mills further discloses that the result of the auto-negotiation indicates whether 
adapter 280 supports 10 M or 100 M networking. Column 7, lines 19-21. Mills 
further discloses that the select input of the back end multiplexer is controlled by the 
control bus that receives part of its signal from the result of the auto-negotiation 
circuit and part of its signal from a management interface circuit 270. Column 7, 
lines 1-5. There is no language in Mills that discloses that the auto-negotiation circuit 
260 and the management interface circuit 270 (Examiner asserts that elements 260 
and 270 together disclose a transmit state machine) together interface the transmit 
data path logic (Examiner asserts that line driver/receiver 250 of Mills discloses a 
transmit data path logic) with at least two separate collision recovery means 
(Examiner asserts that elements 210 and 212 discloses collision recovery logic 
means) through a minimal number of generic interface signals. Instead, auto- 
negotiation circuit 260 performs auto-negotiation to indicate whether adapter 280 
supports 10 M or 100 M networking. Further, Mills instead discloses that a signal is 
used from the management interface circuit 270 to control the back end multiplexer. 
Thus, Mills does not disclose all of the limitations of claim 8, and thus Mills does not 
anticipate claim 8. M.RE.P §2131. 

Furthermore, Mills instead discloses that Mil one circuit 214 is for 
communicating with a first collision domain 210 and that Mil two circuit 216 is used 
for communicating with a second collision domain 212. Column 6, lines 60-63. The 
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Examiner must provide a basis in fact and/or technical reasoning to support the 
assertion that a first and a second collision domain 210, 212, as disclosed in Mills, are 
collision recovery means. Ex parte Levy, 17 U.S.P.Q.2d 1461, 1464 (Bd. Pat. App. & 
Inter. 1990). That is, the Examiner must provide extrinsic evidence that must make 
clear that a first and a second collision domain 210, 212, as disclosed in Mills, are 
collision recovery means, and that it be so recognized for persons of ordinary skill. In 
re Robertson, 169 R3d 743, 745, 49 U.S.P.Q.2d 1949, 1950-51 (Fed. Cir. 1999). 
Since the Examiner has not provided such evidence, the Examiner has not presented a 
prima facie case of anticipation in rejecting claim 8. M.P.E.P. § 2131. 

Furthermore, Mills instead discloses that the 10 base T circuit 220 performs 
collision detection. Column 8, lines 9-13. Mills further discloses that the 100 base T 
circuit 230 performs collision detection. Column 8, lines 15-18. Hence, the 10 base 
T circuit 220 and the 100 base T circuit 230 (Examiner asserts that collectively the 10 
base T circuit 220 and the 100 base T circuit 230 discloses a minimal number of 
generic interface signals) discloses collision detection and not collision recovery. 
Further, the Examiner must provide a basis in fact and/or technical reasoning to 
support the assertion that the 10 base T circuit 220 and the 100 base T circuit 230, as 
disclosed in Mills, are a minimal number of generic interface signals. Ex parte Levy, 
17 U.S.P.Q.2d 1461, 1464 (Bd. Pat. App. & Inter. 1990). That is, the Examiner must 
provide extrinsic evidence that must make clear that the 10 base T circuit 220 and the 
100 base T circuit 230, as disclosed in Mills, are a minimal number of generic 
interface signals, and that it be so recognized for persons of ordinary skill. In re 
Robertson, 169 F.3d 743, 745, 49 U.S.P.Q.2d 1949, 1950-51 (Fed. Cir. 1999). Since 
the Examiner has not provided such evidence, the Examiner has not presented a 
prima facie case of anticipation in rejecting claim 8. M.P.E.P. §2131. 

4. Claims 9-11 are not anticipated by Mills for at least the reasons 
that claim 8 is not anticipated by Mills. 
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Claims 9-11 recite the combinations of claim 8 and thus are not anticipated for 
at least the above-stated reasons as to why claim 8 is not anticipated by Mills. 

5. Claim 15 is not anticipated by Mills. 

Appellants respectfully assert that Mills does not disclose "a physical layer 
(PHY) M as recited in claim 15. The Examiner cites to line driver/receiver circuit 250 
of Mills as disclosing a physical layer (PHY). Paper No. 5, page 8. The Examiner 
had previously cited to line driver/receiver circuit 250 of Mills as disclosing a 
transmit data path logic. Paper No. 5, page 6. Based on the doctrine of claim 
differentiation, a transmit data path logic is not the same as a physical layer or else 
they would use the same term. The Examiner must cite to a different element as 
disclosing a physical layer. Thus, Mills does not disclose all of the limitations of 
claim 15, and thus Mills does not anticipate claim 15. M.P.E.P. §2131. 

Further, in connection with the rejection of the above-cited claim limitation, 
the Examiner cites column 6, lines 16-21 of Mills as disclosing the above-cited claim 
limitation. Paper No. 5, page 8. Appellants respectfully traverse and assert that Mills 
instead discloses that the line driver/receiver circuit 250 is coupled to communicate 
information with a front end multiplexer circuit. Column 6, lines 16-18. Mills 
further discloses that the select input of the front end multiplexer circuit is controlled 
by a control signal in a bus generated by an auto-negotiation circuit. Column 6, lines 
18-21. There is no language in the cited passage that discloses a physical layer. 
Thus, Mills does not disclose all of the limitations of claim 15, and thus Mills does 
not anticipate claim 15. M.P.E.P. §2131. 

Furthermore, in connection with the rejection of the above-cited claim 
limitation, the Examiner asserts that the physical layer is present in order to 
transmit/receive data and cites three references to support such a proposition. Paper 
No. 5, pages 8-9. However, the Examiner is ignoring the claim language of claim 15. 
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Claim 15 recites a home phone networking alliance (HPNA) network control chip 
capable of collision recovery interface support that comprises a physical layer . The 
Examiner has to identify a single prior art reference that describes each and every 
element as set forth in claim 15. M.P.E.R §2131. The Examiner has not provided a 
reference that discloses a home phone networking alliance (HPNA) network control 
chip capable of collision recovery interface support that comprises a physical layer . 
Thus, Mills does not disclose all of the limitations of claim 15, and thus Mills does 
not anticipate claim 15. M.P.E.P. §2131. 

Appellants further assert that Mills does not disclose "the MAC further 

comprising at least two collision recovery means for providing collision recovery 

according to at least to two data rate standards, and a transmit data path logic means 

including a transmit state machine that interfaces with at least two collision recovery 

means through a minimal number of generic interface signals" as recited in claim 15. 

As understood by the Appellants, the Examiner cites column 6, lines 60-65 and 

column 7, lines 61-65 of Mills as disclosing the above-cited claim limitation. Paper 

No. 5, page 4. Appellants respectfully traverse and assert that Mills instead discloses 

that Mil one circuit is for communicating with a first collision domain and Mil two 

circuit is for communicating with a second collision domain. Column 6, lines 60-63. 

Mills further discloses that the switching functionality of the physical device can be 

controlled by the auto-negation circuit providing seamless switching between 100 M 

and 10 M domains without external switching circuitry. Column 7, lines 61-65. 

There is no language in the cited passages that discloses two collision recovery means 

for providing collision recovery according to at least to two data rate standards. 

Neither is there any language in the cited passages that discloses a transmit data path 

logic means that includes a transmit state machine. Neither is there any language in 

the cited passages that discloses a transmit data path logic means that includes a 

transmit state machine that interfaces with at least two collision recovery means. 

Neither is there any language in the cited passages that discloses a transmit data path 
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logic means that includes a transmit state machine that interfaces with at least two 
collision recovery means through a minimal number of generic interface signals. 
Thus, Mills does not disclose all of the limitations of claim 15, and thus Mills does 
not anticipate claim 15. M.P.E.P. §2131. 

In response to Appellants' above argument, the Examiner cites elements 712 
and 714 of Mills as disclosing a media access controller (MAC). Paper No. 5, page 9. 
The Examiner further cites elements 210 and 212 of Mills as disclosing collision 
recovery means. Paper No. 5, page 10. Appellants respectfully traverse. First, 
elements 210 and 212 (Examiner cites elements 210 and 212 as disclosing collision 
recover means) are not included within elements 712 and 714 (Examiner cites 
elements 712 and 714 as disclosing a MAC). Hence, the MAC 712 and 714 of Mills 
does not include elements 210 and 212 and thus Mills does not disclose a MAC that 
comprises at least two collision recovery means. Thus, Mills does not disclose all of 
the limitations of claim 15, and thus Mills does not anticipate claim 15. M.P.E.P. 
§2131. 

Furthermore, Mills instead discloses that Mil one circuit 214 is for 
communicating with a first collision domain 210 and that Mil two circuit 216 is used 
for communicating with a second collision domain 212. Column 6, lines 60-63. The 
Examiner must provide a basis in fact and/or technical reasoning to support the 
assertion that a first and a second collision domain 210, 212, as disclosed in Mills, are 
collision recovery means. Ex parte Levy, 17 U.S.PQ.2d 1461, 1464 (Bd. Pat. App. & 
Inter. 1990). That is, the Examiner must provide extrinsic evidence that must make 
clear that a first and a second collision domain 210, 212, as disclosed in Mills, are 
collision recovery means, and that it be so recognized for persons of ordinary skill. In 
re Robertson, 169 F.3d 743, 745, 49 U.S.P.Q.2d 1949, 1950-51 (Fed. Cir. 1999). 
Since the Examiner has not provided such evidence, the Examiner has not presented a 
prima facie case of anticipation in rejecting claim 15. M.P.E.P. § 2131 . 
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6. Claims 2 and 9 are not anticipated by Mills. 

Appellants respectfully assert that Mills does not disclose "wherein the 
minimal number of interface signals further comprises a GO signal from each 
separate collision recovery logic means" as recited in claim 2 and similarly in claim 9. 
The Examiner cites column 7, lines 61-65 of Mills as disclosing the above-cited claim 
limitation. Paper No. 5, page 3. Appellants respectfully traverse and assert that Mills 
instead discloses that the switching functionality of the physical device can be 
controlled by the auto-negation circuit providing seamless switching between 100 M 
and 10 M domains without external switching circuitry. Column 7, lines 61-65. 
There is no language in the cited passage that discloses that a minimal number of 
interface signals includes a GO signal. Neither is there any language in the cited 
passage that discloses that a minimal number of interface signals includes a GO 
signal from each separate collision recovery logic means (Examiner asserts that 
elements 210 and 212 of Mills disclose collision recovery logic means). Thus, Mills 
does not disclose all of the limitations of claims 2 and 9, and thus Mills does not 
anticipate claims 2 and 9. M.P.E.P. §2131. 

In response to Appellants 1 above argument, the Examiner further cites to 
column 7, lines 10-35 of Mills as disclosing the above-cited claim limitation. Paper 
No. 5, page 10. Appellants respectfully traverse and assert that Mills instead 
discloses that the select input of the back end multiplexer is controlled by the control 
bus that receives part of its signal from the result of the auto-negotiation circuit and 
part of its signal from a management interface circuit 270. Column 7, lines 1-5. 
Mills further discloses that the result of the auto-negotiation circuit 260 is used by the 
present invention to control both the front and back end multiplexers. Column 7, 
lines 13-16. Mills further discloses that auto-negotiation is performed between the 
auto-negotiation circuit 260 and an analogous auto-negotiation circuit 261 within 
adapter 280 in accordance with the IEEE 802.3 standard. Column 7, lines 16-19. 
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Mills further discloses that the result of the auto-negotiation indicates whether adapter 
280 supports 10 M or 100 M networking. Column 7, lines 19-21. There is no 
language in the cited passage that supports the Examiner's proposition on the bottom 
of page 10 and the top of page 11 of Paper No. 5. Neither is there any language that 
discloses a GO signal from each separate collision recovery logic means (Examiner 
asserts that elements 210 and 212 of Mills disclose collision recovery logic means). 
Thus, Mills does not disclose all of the limitations of claims 2 and 9, and thus Mills 
does not anticipate claims 2 and 9. M.P.E.R §2131. 

7. Claims 3 and 10 are not anticipated by Mills. 

Appellants respectfully assert that Mills does not disclose "wherein the 
minimal number of interface signals further comprises a new transmit signal" as 
recited in claim 3 and similarly in claim 10. The Examiner cites column 7, lines 61- 
65 of Mills as disclosing the above-cited claim limitation. Paper No. .5, page 3. 
Appellants respectfully traverse and assert that Mills instead discloses that the 
switching functionality of the physical device can be controlled by the auto-negation 
circuit providing seamless switching between 100 M and 10 M domains without 
external switching circuitry. Column 7, lines 61-65. There is no language in the cited 
passage that discloses that a minimal number of interface signals includes a new 
transmit signal. Thus, Mills does not disclose all of the limitations of claims 3 and 
10, and thus Mills does not anticipate claims 3 and 10. M.P.E.R §2131. 

In response to Appellants 1 above argument, the Examiner further cites to 
column 7, lines 10-35 of Mills as disclosing the above-cited claim limitation. Paper 
No. 5, page 10. Appellants respectfully traverse and assert that Mills instead 
discloses that the select input of the back end multiplexer is controlled by the control 
bus that receives part of its signal from the result of the auto-negotiation circuit and 
part of its signal from a management interface circuit 270. Column 7, lines 1-5. 
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Mills further discloses that the result of the auto-negotiation circuit 260 is used by the 
present invention to control both the front and back end multiplexers. Column 7, 
lines 13-16. Mills further discloses that auto-negotiation is performed between the 
auto-negotiation circuit 260 and an analogous auto-negotiation circuit 261 within 
adapter 280 in accordance with the IEEE 802.3 standard. Column 7, lines 16-19. 
Mills further discloses that the result of the auto-negotiation indicates whether adapter 
280 supports 10 M or 100 M networking. Column 7, lines 19-21. There is no 
language in the cited passage that supports the Examiner's proposition on the bottom 
of page 10 and the top of page 11 of Paper No. 5. Neither is there any language that 
discloses a new transmit signal. Thus, Mills does not disclose all of the limitations of 
claims 3 and 10, and thus Mills does not anticipate claims 3 and 10. M.P.E.P. §2131. 

8. Claims 4 and 1 1 are not anticipated by Mills. 

Appellants respectfully assert that Mills does not disclose "wherein the 
minimal number of interface signals further comprises a transmit done signal" as 
recited in claim 4 and similarly in claim 11. The Examiner cites column 7, lines 61- 
65 of Mills as disclosing the above-cited claim limitation. Paper No. 5, page 3. 
Appellants respectfully traverse and assert that Mills instead discloses that the 
switching functionality of the physical device can be controlled by the auto-negation 
circuit providing seamless switching between 100 M and 10 M domains without 
external switching circuitry. Column 7, lines 61-65. There is no language in the cited 
passage that discloses that a minimal number of interface signals includes a transmit 
done signal. Thus, Mills does not disclose all of the limitations of claims 4 and 11, 
and thus Mills does not anticipate claims 4 and 1 1 . M.P.E.P. §2131. 

In response to Appellants' above argument, the Examiner further cites to 
column 7, lines 10-35 of Mills as disclosing the above-cited claim limitation. Paper 
No. 5, page 10. Appellants respectfully traverse and assert that Mills instead 
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discloses that the select input of the back end multiplexer is controlled by the control 
bus that receives part of its signal from the result of the auto-negotiation circuit and 
part of its signal from a management interface circuit 270. Column 7, lines 1-5. 
Mills further discloses that the result of the auto-negotiation circuit 260 is used by the 
present invention to control both the front and back end multiplexers. Column 7, 
lines 13-16. Mills further discloses that auto-negotiation is performed between the 
auto-negotiation circuit 260 and an analogous auto-negotiation circuit 261 within 
adapter 280 in accordance with the IEEE 802.3 standard. Column 7, lines 16-19. 
Mills further discloses that the result of the auto-negotiation indicates whether adapter 
280 supports 10 M or 100 M networking. Column 7, lines 19-21. There is no 
language in the cited passage that supports the Examiner's proposition on the bottom 
of page 10 and the top of page 11 of Paper No. 5. Neither is there any language that 
discloses a transmit done signal. Thus, Mills does not disclose all of the limitations 
of claims 4 and 11, and thus Mills does not anticipate claims 4 and 11. M.P.E.P. 
§2131. 

B. Claims 5-7, 12-14 and 16-18 are improperly rejected under 35 U.S.C. 
$103 (a) as being unpatentable over Mills in view of Lu. 

The Examiner has rejected claims 5-7, 12-14 and 16-18 under 
35 U.S.C. § 103(a) as being unpatentable over Mills in view of Lu. Paper No. 5, page 
4. Appellants respectfully traverse these rejections for at least the reasons stated 
below. 

1. Mills and Lu, taken singly or in combination, do not teach or 
suggest claim 16. 

Appellants respectfully assert that Mills and Lu, taken singly or in 

combination, do not teach or suggest "wherein the minimal number of interface 

signals further comprises a GO signal from each collision recovery means, a new 

transmit signal, a transmit done signal and a transmit priority indicator from the 
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transmit data" as recited in claim 16. The Examiner cites column 7, lines 61-65 of 
Mills as teaching all of the above-cited claim limitations except "transmit priority 
indicator from the transmit data." Paper No. 5, page 5. The Examiner further cites 
column 4, lines 52-56 of Lu as teaching the claim limitation of "transmit priority 
indicator from the transmit data." Paper No. 5, page 5. Appellants respectfully 
traverse. 

As stated above, Mills instead teaches that the switching functionality of the 
physical device can be controlled by the auto-negation circuit providing seamless 
switching between 100 M and 10 M domains without external switching circuitry. 
Column 7, lines 61-65. There is no language in the cited passage that teaches that a 
minimal number of interface signals includes a GO signal. Neither is there any 
language in the cited passage that teaches that a minimal number of interface signals 
includes a GO signal from each separate collision recovery logic means. Neither is 
there any language in the cited passage that teaches that a minimal number of 
interface signals includes a new transmit signal. Neither is there any language in the 
cited passage that teaches that a minimal number of interface signals includes a 
transmit done signal. Therefore, the Examiner has not presented a prima facie case of 
obviousness in rejecting claim 16, since the Examiner is relying upon an incorrect, 
factual predicate in support of the rejection. In re Rouffet, 47 U.S.RQ.2d 1453, 1455 
(Fed. Cir. 1998). 

Furthermore, as stated above, Lu instead teaches that in the home networking 

area, the Deference Algorithm module implements BEB on HPNA 1 .0 or Ethernet 

802.3 MAC, DFPQ on HPNA 2.0 and CSMA/CA and NAV on 802.11 MAC 

implementations. Column 4, lines 52-56. There is no language in the cited passage 

that teaches that a minimal number of interface signals includes a transmit priority 

indicator from the transmit data. Therefore, the Examiner has not presented a prima 

facie case of obviousness in rejecting claim 16, since the Examiner is relying upon an 
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incorrect, factual predicate in support of the rejection. In re Rouffet, 47 U.S.P.Q.2d 
1453, 1455 (Fed. Cir. 1998). 

2. Mills and Lu, taken singly or in combination, do not teach or 
suggest claims 6, 13 and 17. 

Appellants respectfully assert that Mills and Lu, taken singly or in 
combination, do not teach or suggest "wherein the at least two separate collision 
recovery logic means further comprises a BEB collision recovery means" as recited in 
claim 6 and similarly in claims 13 and 17. The Examiner asserts that Mills teaches 
two separate collision recovery means. Paper No. 5, page 5. For at least the reasons 
stated above, Mills does not teach or suggest two separate collision recovery means. 
Therefore, the Examiner has not presented a prima facie case of obviousness in 
rejecting claims 6, 13 and 17, since the Examiner is relying upon an incorrect, factual 
predicate in support of the rejection. In re Rouffet, 47 U.S.P.Q.2d 1453, 1455 (Fed. 
Cir. 1998). 

3. Mills and Lu, taken singly or in combination, do not teach or 
suggest claims 7, 14 and 18. 

Appellants respectfully assert that Mills and Lu, taken singly or in 
combination, do not teach or suggest "wherein the at least two separate collision 
recovery logic means further comprises a DFPQ collision recovery means" as recited 
in claim 7 and similarly in claims 14 and 18. The Examiner cites column 4, lines 52- 
56 of Lu as teaching the above-cited claim limitation. Paper No. 5, page 6. 
Appellants respectfully traverse and assert that Lu instead teaches that the deference 
algorithm module implements DFPQ on HPNA 2.0. Column 4, lines 52-55. There is 
no language in the cited passage that teaches two separate collision recovery logic 
means. Neither is there any language in the cited passage that teaches two separate 
collision recovery logic means that includes a DFPQ collision recovery means. 
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Therefore, the Examiner has not presented a prima facie case of obviousness in 
rejecting claims 7, 14 and 18, since the Examiner is relying upon an incorrect, factual 
predicate in support of the rejection. In re Rouffet, 47 U.S.P.Q.2d 1453, 1455 (Fed. 
Cir. 1998). 

4. The Examiner has not provided any objective evidence or 
a ppropriate motivation for modifying Mills with Lu and 
therefore claims 5, 6. 7, 12, 13, 14, 16, 17 and 18 are patentable 
over Mills in view of Lu. 

Most if not all inventions arise from a combination of old elements. See In re 
Rouffet, 47 U.S.P.Q.2d 1453, 1457 (Fed. Cir. 1998). Obviousness is determined from 
the vantage point of a hypothetical person having ordinary skill in the art to which the 
patent pertains. In re Rouffet, 47 U.S.P.Q.2d 1453, 1457 (Fed. Cir. 1998). Therefore, 
an Examiner may often find every element of a claimed invention may often be found 
in the prior art. Id. However, identification in the prior art of each individual part 
claimed is insufficient to defeat patentability of the whole claimed invention. See Id, 
In order to establish a prima facie case of obviousness, the Examiner must show 
reasons that the skilled artisan, confronted with the same problems as the inventor and 
with no knowledge of the claimed invention, would select the elements from the cited 
prior art references for combination in the manner claimed. In re Roujfet, 47 
U.S.PQ.2d 1453, 1458 (Fed. Cir. 1998). That is, the Examiner must provide some 
suggestion or motivation, either in the references themselves, the knowledge of one of 
ordinary skill in the art, or, in some case, the nature of the problem to be solved, to 
modify the reference or to combine reference teachings. See In re Dembiczak, 175 
F.3d 994, 999, 50 U.S.PQ.2d 1614, 1617 (Fed. Cir. 1999). Whether the Examiner 
relies on an express or an implicit showing, the Examiner must provide particular 
findings related thereto. In re Kotzab, 55 U.S.P.Q.2d 1313,1317 (Fed. Cir. 2000). 
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The Examiner admits that Mills does not teach the limitation of claims 5 and 
12 ("wherein the minimal number of interface signals further comprises a transmit 
priority indicator from the transmit data"). Paper No. 5, page 4. The Examiner 
further admits that Mills does not teach "wherein the minimal number of interface 
signals further comprises.... a transmit priority indicator from the transmit data" as 
recited in claim 16. Paper No. 5, page 5. The Examiner's motivation for modifying 
Mills with Lu to incorporate the above-cited claim limitations is "so as to provide a 
QOS guarantee at the physical layer (Lu, column 2, lines 17-29)." Paper No. 5, pages 
4-5. The Examiner's motivation is insufficient to support a prima facie case of 
obviousness for at least the reasons stated below. 

The Examiner's motivation ("to provide a QOS guarantee at the physical 
layer") does not provide reasons that the skilled artisan, confronted with the same 
problems as the inventor and with no knowledge of the claimed invention, would 
modify Mills to include the claim limitations of claims 5, 12 and 16. According, the 
Examiner has not presented a prima facie case of obviousness for rejecting claims 5, 
12 and 16. In reRouffet, 47 U.S.P.Q.2d 1453, 1458 (Fed. Cir. 1998). 

Mills addresses the problem of providing a low cost repeater hub that offers 
the flexibility of readily upgrading one or more ports of the hub to 100 M while 
allowing the remaining ports to operate at 10 M. Column 3, lines 41-44. The 
Examiner has not provided any reasons as to why one skilled in the art would modify 
Mills, which teaches providing a low cost repeater hub that offers the flexibility of 
readily upgrading one or more ports of the hub to 100 M while allowing the 
remaining ports to operate at 10 M, to include a transmit priority indicator from the 
transmit data or include a transmit priority indicator from the transmit data (Examiner 
admits that Mills does not teach these limitations). The Examiner's motivation ("to 
provide a QOS guarantee at the physical layer") does not provide such reasoning. 
The Examiner has not provided a rationale connection between providing a QOS 
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guarantee at the physical layer and including a transmit priority indicator from the 
transmit data or including a transmit priority indicator from the transmit data. The 
Examiner must provide objective evidence in modifying Mills to include the 
limitations of claims 5, 12 and 16. In re Lee, 61 U.S.P.Q.2d 1430, 1434 (Fed. Cir. 
2002). Instead, the Examiner is merely relying upon his own subjective opinion 
which is insufficient to support a prima facie case of obviousness in rejecting claims 
5, 12 and 16. Id. Consequently, the Examiner's motivation is insufficient to support a 
prima facie case of obviousness for rejecting claims 5, 12 and 16. Id. 

In response to Appellants' above argument, the Examiner asserts that 
Appellants have admitted that the Examiner has provided a motivation for modifying 
Mills to include the limitations of claims 5, 12 and 16. Paper No. 5, page 11. The 
Examiner seems to be misunderstanding Appellants' argument. Appellants 
respectfully assert that the Examiner's stated motivation ("to provide a QOS guarantee 
at the physical layer") is insufficient to support a prima facie case of obviousness for 
rejecting claims 5, 12 and 16 for at least the reasons stated above. 

Further, the Examiner admits that Mills does not teach the limitation of claims 
6, 13 and 17 ("wherein the at least two separate collision recovery logic means further 
comprises a BEB collision recovery means"). Paper No. 5, page 5. The Examiner's 
motivation for modifying Mills with Lu to incorporate the above-cited claim 
limitations is "to defer its transmission when media is busy (Lu, column 2, lines 12- 
17)." Paper No. 5, page 5. The Examiner's motivation is insufficient to support a 
prima facie case of obviousness for at least the reasons stated below. 

The Examiner's motivation ("to defer its transmission when media is busy") 
does not provide reasons that the skilled artisan, confronted with the same problems 
as the inventor and with no knowledge of the claimed invention, would modify Mills 
to include the claim limitations of claims 6, 13 and 17. According, the Examiner has 
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not presented a prima facie case of obviousness for rejecting claims 6, 13 and 17 In 
reRouffeU 47 U.S.RQ.2d 1453, 1458 (Fed. Cir. 1998). 

As stated above, Mills addresses the problem of providing a low cost repeater 
hub that offers the flexibility of readily upgrading one or more ports of the hub to 100 
M while allowing the remaining ports to operate at 10 M. Column 3, lines 41-44. 
The Examiner has not provided any reasons as to why one skilled in the art would 
modify Mills, which teaches providing a low cost repeater hub that offers the 
flexibility of readily upgrading one or more ports of the hub to 100 M while allowing 
the remaining ports to operate at 10 M, to have at least two separate collision 
recovery logic means that includes a BEB collision recovery means (Examiner admits 
that Mills does not teach these limitations). The Examiner's motivation ("to defer its 
transmission when media is busy") does not provide such reasoning. The passage that 
the Examiner cited in Lu to support his motivation (column 2, lines 12-17) teaches a 
MAC that uses a binary exponential backoff algorithm to defer its transmission when 
the media is busy. The Examiner has not provided a rationale connection between a 
MAC using a binary exponential backoff algorithm to defer its transmission when the 
media is busy and having at least two separate collision recovery logic means include 
a BEB collision recovery means. The Examiner must provide objective evidence in 
modifying Mills to include the limitations of claims 6, 13 and 17. In re Lee, 61 
U.S.RQ.2d 1430, 1434 (Fed. Cir. 2002). Instead, the Examiner is merely relying 
upon his own subjective opinion which is insufficient to support a prima facie case of 
obviousness in rejecting claims 6, 13 and 17. Id. Consequently, the Examiner's 
motivation is insufficient to support a prima facie case of obviousness for rejecting 
claims 6, 13 and 17. Id. 

In response to Appellants' above argument, the Examiner asserts that 
Appellants have admitted that the Examiner has provided a motivation for modifying 
Mills to include the limitations of claims 6, 13 and 17. Paper No. 5, page 12. The 
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Examiner seems to be misunderstanding Appellants 1 argument. Appellants 
respectfully assert that the Examiner's stated motivation ("to defer its transmission 
when media is busy") is insufficient to support a prima facie case of obviousness for 
rejecting claims 6, 13 and 17 for at least the reasons stated above. 

Furthermore, the Examiner admits that Mills does not teach the limitation of 
claims 7, 14 and 18 ("wherein the at least two separate collision recovery logic means 
further comprises a DFPQ collision recovery means"). Paper No. 5, page 6. The 
Examiner's motivation for modifying Mills with Lu to incorporate the above-cited 
claim limitations is "so as to provide a QOS guarantee at the physical layer (Lu, 
column 2, lines 17-19)." Paper No. 5, page 13. The Examiner's motivation is 
insufficient to support a prima facie case of obviousness for at least the reasons stated 
below. 

The Examiner's motivation ("to provide a QOS guarantee at the physical 
layer") does not provide reasons that the skilled artisan, confronted with the same 
problems as the inventor and with no knowledge of the claimed invention, would 
modify Mills to include the claim limitations of claims 7, 14 and 18. According, the 
Examiner has not presented a prima facie case of obviousness for rejecting claims 7, 
14 and 18. In reRouffet, 47 U.S.P.Q.2d 1453, 1458 (Fed. Cir. 1998). 

Mills addresses the problem of providing a low cost repeater hub that offers 
the flexibility of readily upgrading one or more ports of the hub to 100 M while 
allowing the remaining ports to operate at 10 M. Column 3, lines 41-44. The 
Examiner has not provided any reasons as to why one skilled in the art would modify 
Mills, which teaches providing a low cost repeater hub that offers the flexibility of 
readily upgrading one or more ports of the hub to 100 M while allowing the 
remaining ports to operate at 10 M, to have at least two separate collision recovery 
logic means include a DFPQ collision recovery means (Examiner admits that Mills 
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does not teach these limitations). The Examiner's motivation ("to provide a QOS 
guarantee at the physical layer") does not provide such reasoning. The Examiner has 
not provided a rationale connection between providing a QOS guarantee at the 
physical layer and having at least two separate collision recovery logic means include 
a DFPQ collision recovery means. The Examiner must provide objective evidence in 
modifying Mills to include the limitations of claims 7, 14 and 18. In re Lee, 61 
U.S.P.Q.2d 1430, 1434 (Fed. Cir. 2002). Instead, the Examiner is merely relying 
upon his own subjective opinion which is insufficient to support a prima facie case of 
obviousness in rejecting claims 7, 14 and 18. Id, Consequently, the Examiner's 
motivation is insufficient to support a prima facie case of obviousness for rejecting 
claims 7, 14 and 18. Id. 
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VIII. CONCLUSION 

For the reasons noted above, the rejections of claims 1-18 are in error. 
Appellants respectfully request reversal of the rejections and allowance of claims 1- 
18. 

Respectfully submitted, 
WINSTEAD SECHREST & MINICI 
Attorneys forXppelyrntS 



By:. 



P.O. Box 50784 
Dallas, Texas 75201 
(512)370-2832 




Robert A. Voigt, Jr. 
Reg. No. 47,159 
Kelly K.Kordzik 
Reg. No. 36,571 
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CLAIMS APPENDIX 

1. A method for collision recovery interface support in a home phoneline 
networking alliance (HPNA) control chip, the method comprising the steps: 

(a) providing transmit data path logic to receive and transmit data packets 
within the HPNA control chip; and 

(b) consolidating the transmit data path logic to include a transmit state 
machine that handles interfacing the transmit data path logic to at least two separate 
collision recovery logic means of the HPNA control chip through a minimal number 
of generic interface signals. 

2. The method of claim 1 wherein the minimal number of interface signals 
further comprises a GO signal from each separate collision recovery logic means. 

3. The method of claim 2 wherein the minimal number of interface signals 
further comprises a new transmit signal. 

4. The method of claim 3 wherein the minimal number of interface signals 
further comprises a transmit done signal. 

5. The method of claim 4 wherein the minimal number of interface signals 
further comprises a transmit priority indicator from the transmit data. 

6. The method of claim 1 wherein the at least two separate collision recovery 
logic means further comprises a BEB collision recovery means. 

7. The method of claim 6 wherein the at least two separate collision recovery 
logic means further comprises a DFPQ collision recovery means. 

8. A system for collision recovery interface support in a home phoneline 
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networking alliance (HPNA) control chip, the system comprising: 

at least two collision recovery means for providing collision recovery in the 

HPNA control chip according to at least two data rate standards; and 

a transmit data path logic means including a transmit state machine that 

interfaces with the at least two collision recovery means through a minimal number of 

generic interface signals. 

9. The system of claim 8 wherein the minimal number of interface signals 
further comprises a GO signal from each collision recovery means. 

10. The system of claim 9 wherein the minimal number of interface signals 
further comprises a new transmit signal. 

11. The system of claim 10 wherein the minimal number of interface signals 
further comprises a transmit done signal. 

12. The system of claim 11 wherein the minimal number of interface signals 
further comprises a transmit priority indicator from the transmit data. 

13. The system of claim 8 wherein the at least two collision recovery means 
further comprises a BEB collision recovery means. 

14. The system of claim 13 wherein the at least two collision recovery means 
further comprises a DFPQ collision recovery means. 

15. A home phone networking alliance (HPNA) network control chip capable of 
collision recovery interface support, the chip comprising: 

a media independent interface (Mil); 
a physical layer (PHY); and 
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a media access control (MAC) coupled between the Mil and the PHY, the 
MAC further comprising at least two collision recovery means for providing collision 
recovery according to at least two data rate standards, and a transmit data path logic 
means including a transmit state machine that interfaces with the at least two collision 
recovery means through a minimal number of generic interface signals. 

16. The method of claim 15 wherein the minimal number of interface signals 
further comprises a GO signal from each collision recovery means, a new transmit 
signal, a transmit done signal, and a transmit priority indicator from the transmit data. 

17. The method of claim 15 wherein the at least two collision recovery means 
further comprises a BEB collision recovery means. 

18. The method of claim 17 wherein the at least two collision recovery means 
further comprises a DFPQ collision recovery means. 
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EVIDENCE APPENDIX 

No evidence was submitted pursuant to §§1.130, 1.131, or 1.132 of 37 C.F.R. 
or of any other evidence entered by the Examiner and relied upon by Appellants in 
the Appeal. 
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RELATED PROCEEDINGS APPENDIX 

There are no related proceedings to the current proceeding. 
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